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Before Cissel, Bottorff and Quinn, Adm nistrative Trademark
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Opi nion by Cissel, Adm nistrative Trademark Judge:

On January 17, 1996, the above-identified applicant
applied to register the mark “LESCONCI ERGES’ on the
Principal Register for “personal services, nanely providing
personal errand, appointnent, neeting planning, party and
speci al event planning, reservation, shopping and travel
pl anni ng services for others,” in Cass 42. The basis for
the application was applicant’s claimthat it had used the

mark in connection with these services as early as Cctober
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of 1987 and that the mark had been used in connection with
such services rendered by applicant in interstate comrerce
at least as early as February 21, 1991

In addition to pointing out sone informalities that
needed to be resol ved, the original Exam ning Attorney
refused registration under Section 2(d) of the Lanham Act
on the ground that applicant’s mark, as used in connection
with the services set forth in the application, so

resenbl es the mark shown bel ow,

which is registered,* with a disclainmer of “LA CONCl ERGE,”
for “party planning services,” in Cass 41, that confusion
is likely.

At applicant’s request, action on the application was
suspended pendi ng resolution of applicant’s petition to
cancel the cited registration. That proceedi ng was

resolved after the respondent therein assigned the

! Reg. No. to 1,790,757, issued on August 31, 1993 to Josephene
B. Hanlon, an individual, based on a claimof use in comerce
since March 15, 1992.
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registration to applicant.

Along with its request to |ift the suspension,
applicant provided a response to the earlier Ofice Action.
Applicant anmended the recitation of services to read as
foll ows: “making reservations and booki ngs for
transportation for others,” in Class 39; and “party and
speci al event planning and arrangi ng for ticket
reservations for shows and other entertai nment events,” in
Class 41. In response to the Exam ning Attorney’ s request
for a translation of the mark, applicant provided an
English dictionary definition of the word “concierge” as “a
resident of an apartnent buil ding, especially in France,

who serves as a doorkeeper, landlord s representative, and

janitor,” and as “a nmultilingual hotel staff nenber,
especially in Europe, who handl es | uggage and mail, makes
reservations, and arranges tours for guests." Applicant’s

response al so stated that “[t]he mark applied for herein is

the plural of the word 'concierge.’”?

2 Al though the typed drawi ng subnmitted with this application
shows the mark as “LESCONCI ERCES,” the specinmens of use show it
as it appears in applicant’s trade nanme, “LesConcierges,” a

t el escoped version of the two words, with no space between the
article “Les” and the plural noun “Concierges.” At no tine has
appl i cant argued that because of the om ssion of the space
between the two words, the termit seeks to register has any
significance other than as the plural of the word “concierge.”
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Along with the response and anendnent, additi onal
speci mens were submitted in support of the services in
Cl ass 39. The specinens are copies of what appear to be
the sane advertisenent applicant originally submtted in
support of the services in Class 42. In the advertisenent,
applicant describes itself as “the country’s | eading
executive concierge service.”

In his next Ofice Action, the original Exam ning
Attorney wi thdrew the refusal under Section 2(d) of the
Lanham Act, but refused registration under Section 2(e) (1)
of the Act on the ground that applicant’s mark is nerely
descriptive of the services set forth in the application,
as anended. Further, the Exami ning Attorney stated that
the term sought to be registered is generic in connection
with the services and is therefore incapable of identifying
applicant’s services and distinguishing themfromsimlar
services provided by others. Accordingly, the Exam ning
Attorney advised applicant against anending to seek
regi stration under Section 2(f) of the Act or anendnment to
seek registration on the Suppl enental Register.

Attached to the Ofice Action were copies of excerpts
from published articles, retrieved fromthe Nexi sa

dat abase, wherein the term “executive concierge” is used in

reference to an individual who runs errands and perforns
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ot her personal services for clients. The Exam ni ng
Attorney submtted this excerpt to show that while the
traditional significance of “concierge” relates to a person
who works for a hotel or an apartnent or an office, the
termhas cone to identify anyone who renders the sane kinds
of personal services, even those who are not tied to any
particul ar |ocation, but instead serve the public at |arge.
Applicant responded to the refusal to register under
Section 2(e)(1) with argunent that the termit seeks to
register is not nmerely descriptive of the services set
forth in the amended application. 1In the alternative,
applicant sought registration under Section 2(f) of the Act
based on a claimof acquired distinctiveness. Applicant
contended that the Exam ning Attorney had inproperly
di ssected the mark, but that even if such dissection were
all owed, the fact that sonme of the neanings attributable to
the word “concierge,” such as a hotel enployee or a person
who works in an apartnent building, do not describe
applicant’s services results in the termsought to be
regi stered having a double entendre, so that applicant’s
mark i s nonethel ess registerable. Further, applicant
argued that its recently acquired registration was obtai ned
wi thout resort to a claimof distinctiveness, and that if

“LA CONCI ERGE” is not nmerely descriptive of applicant’s
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services, “LESCONCI ERGES’ is not nerely descriptive of them
either. Applicant submtted materials in support of its
acquired distinctiveness claim including the declaration
of Jane Wnter, its president, who provided infornmation
about applicant’s use of the mark in connection with the
services since 1987 and figures regarding the pronotion and
sal es of applicant’s services under the mark.

Addi ti onal advertising materials were also attached to
this response. On the first page of the brochure
subm tted, applicant advises that “in these pages you wl |
| earn how your personal concierge can nmanage so many of
your business and personal needs.” 1In the second
advertisement submtted, applicant states that
“LesConcierges is not only the world' s | eadi ng executive
conci erge organi zation, but it’s also a brilliantly
effective tool.” |In another advertisenent, applicant again
touts “LesConcierges” as “the country’ s | eading executive
conci erge service.” Yet another advertisenent invites
custoners “to speak with a concierge” by calling
applicant’s toll-free nunber.

A new Exam ning Attorney was assigned to the
application, but he was not persuaded by applicant’s
argunents or by the attachnents to applicant’s response.

He mai ntained that the term applicant seeks to register is
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generic for the services identified in the anended
application, and therefore that no amount of evidence in
support of applicant’s claimof acquired distinctiveness
woul d be sufficient to establish that the termis

regi sterable.

Many additional excerpts fromarticles retrieved from
the Nexisa database were included with this action by the
new Exam ning Attorney. |In these excerpts, the term
“concierge” is used to identify both the occupation of
conci erges and al so the services they render, including
maki ng reservations, acquiring tickets, and other persona
services. Although sone of these excerpted stories clearly
refer to applicant and its services, the terns “concierge,”
“conci erges” and “conci erge service” are clearly used as
generic terns in connection with naeking reservations and
t he other personal assistant types of services generally
characterized by the terns.

Al so submitted with this Ofice Action were copies of
O fice records of a nunber of third-party registrations
wherein “concierge services” are |isted as the services in
connection with which the various registered marks are
used.

Applicant’s response was to naintain that the term

sought to be registered is not nerely descriptive of
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applicant’s services, but that even if it were held to be
nmerely descriptive of them the term has acquired
di stinctiveness based on years of exclusive and conti nuous
pronotion and use. Applicant argued that there is no
evi dence that “LESCONCI ERGES’ is used by anyone other than
applicant, and submitted dictionary excerpts and | nternet
and yel | ow pages directory evidence in support of this
argunent. Applicant also submtted a list of third-party
regi stered marks which applicant clainmed include the term
“conci erge” without clains of distinctiveness under Section
2(f). Applicant contended that in view of these
regi strations, there should be a “strong presunption” that
the term “concierge” is not generic.

Cting In re Johanna Farns, Inc., 8 USPQRd 1408 (TTAB
1988), applicant argued that a mark conmbining a foreign
| anguage article with a termfound in an English dictionary
does not result in a generic term Applicant repeated its
argunents that its mark is registerable because it creates
a doubl e entendre, that applicant has net the test for
acquired distinctiveness, and that its ownership of the
above-referenced registration for “La Concierge” and design
is proof that “LESCONCI ERGES’ has acquired distinctiveness.

The Exami ning Attorney remai ned unpersuaded by

applicant’s argunents and subm ssions. The refusal under
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Section 2(e)(1) of the Act on the ground that the term
applicant seeks to register is generic, and hence incapable
of identifying applicant’s services and di stinguishing them
fromsimlar services rendered by others, was repeated and
made final, and applicant’s claimof acquired

di stinctiveness was rejected. The Exam ning Attorney

i ncluded additional dictionary definitions show ng that
concierges are caretakers or managers and that “les” is the
French plural for the article “the.” Additionally, he nade
of record a stack of third-party registrati ons wherein the
services with which the registered marks are used are
identified as “concierge services.”

Applicant tinely filed a notice of appeal, followed by
an appeal brief. Yet another Exam ning Attorney was
assigned this application, and she tinely filed her brief
on appeal, to which applicant filed a tinely response.
Applicant did not request an oral hearing before the Board,
so we have resolved this appeal based upon consideration of
the witten record and argunents in this application file.
Based on careful consideration of these materials, we hold
that the refusal to register is appropriate because the
term sought to be registered is incapable of identifying

and di stingui shing applicant’s services.
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Bot h applicant and the Exami ning Attorney agree with
respect to the tests for determining registrability under
Section 2(e)(1l) of the Lanham Act. A mark is descriptive
of the products or services with which it is used if the
mar k describes or imrediately conveys information about a
characteristic, function, feature or purpose of the goods
or services. Inre MetPath Inc., 223 USPQ 88 (TTAB 1984);
In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979). As our
primary reviewi ng court stated in H Marvin G nn Corp. V.

I nternati onal Association of Fire Chiefs, Inc., 782 F.2d
987, 228 USPQ 528 (Fed. Cir. 1986): "a generic termis the
comon descriptive name of a class of goods or services,
and, while it remai ns such cormon descriptive nane, it can
never be registered as a trademark because such a termis
"merely descriptive' within the neaning of Section 2(e)(1)
and is incapable of acquiring de jure distinctiveness under
Section 2(f). The generic name of the thing is in fact the
ultimate in descriptiveness.” A generic designation or one
which is so highly descriptive as to be incapabl e of
appropriation as a trademark or service nmark may not be
rendered registerable even though it may be associated in
the m nds of many custoners as an indicator of the source
of the goods or services offered by a particul ar

enterprise. In re Mnnetonka, Inc., 212 USPQ 772 (TTAB

10
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1982); Weiss Noodle Co. v. Colden Cracknel & Specialty Co.,
129 USPQ 411 (CCPA 1961).

Generic nanes are not registerable. In a simlar
sense, highly descriptive terns which are not necessarily
the apt or comon nanes of the goods or services in
guestion have been hel d incapabl e of being appropriated as
trademarks or service marks. In re Boston Beer Co. L.P.
198 F.3d 1370, 53 USP@d 1056 (Fed. Cir. 1999). A term
whi ch nanmes the people who performthe activity which
constitutes the service is incapable of serving as a
service mark for those services. In re Industrial
Rel ati ons Counselors, Inc., 224 USPQ 309 (TTAB 1984)
["Industrial Relations Counselors” held to be an apt nane
for "educational services, nanely conducting sem nars and
research in the field of industrial relations"].

Cbvi ously, practitioners of any profession or vocation

should be allowed to identify thensel ves accurately, e.g.,
novers nust be free to call thenselves novers, teachers

need to be able to use the word "teachers"” in reference to
t hensel ves, and painters should not have their collective
name renoved fromthe | exicon of terns available for their
descriptive use. In the sane sense, the concierges in our

society are entitled to identify thensel ves as the

11
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concierges, or, as in the case at hand, by using the French
formof this plural noun

The record in the instant application clearly
establishes that the termapplicant seeks to register,
whi ch applicant itself characterizes as "the plural form of
‘concierge,'" is used to identify a service which applicant
itself describes in its advertising as a "concierge
service," rendered by "your personal concierge."”

The term applicant has applied to register, as the
plural formof "concierge," is incapable of serving to
identify applicant's concierge services or distinguishing
t hem from conci erge services rendered by other entities.
Applicant's own generic use of the singular formof the
termit seeks to register is strong evidence that the term
is generic and therefore unregistrable, even if sonme degree
of de facto significance as a mark coul d be established.

In addition to applicant's use of "concierge" and

"conci erge services" as generic terns for applicant's
services, the record, as noted above, is replete with

evi dence that "concierge services" is the apt descriptive
nane for what applicant does under the designation it seeks
to register.

None of applicant's argunments is persuasive of a

finding that this designation is capable of functioning as

12
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a service mark for the kinds of concierge services set
forth in this application. The argunent that the mark
creates a doubl e entendre because the dictionary
definitions of "concierge" include references to workers in
apartnments and hotels is particularly unavailing. The
record, as noted above, clearly establishes that applicant
provi des conci erge services under the termit seeks to
register. That concierge services are offered to apartnent
dwel  ers and hotel guests does not nmake the plural form of
the word "concierge"” any |ess generic in connection with
these services. Simlarly, applicant's contention that its
ownership of Reg. No. 1,790,757 for the mark "LA CONCl ERGE"
and design entitles applicant to registration in the case
at hand is not well taken. As noted above, this
descriptive terminology is disclainmed in that registration.
This hardly converts the plural formof "concierge" into a
regi strabl e service mark

Addi tionally, applicant maintains that because it was
unable to find any listings for the conbined term
"LESCONCI ERGES" in various reference sources, the term
cannot be held to be unregistrable under Section 2(e)(1) of
the Act. As noted above, applicant itself characterizes
the termit seeks to register as the plural form of

"concierge," and pronotes its services as "concierge

13
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services." In the face of these facts, that applicant
could not locate references to the tel escoped term
"LESCONCI ERGES" is irrel evant.

Applicant's contention that the termit seeks to
register is capable of functioning as a service mark for
applicant's services because it consists of a conbination
of a French article and a termfound in an English
dictionary is without nmerit. Although that is one way the
result in the case cited by applicant could be
characterized, it is certainly not the rule established by
that case. There, the Board was presented with "LA
YOGURT, " but the record showed that "YOGURT" was, in fact,
an English | anguage word which was not the French word for
“yogurt,” but instead, “a corruption” of it. 1In the
i nstant case, however, both the plural article "LES' and
the word "CONCI ERGES" are French terns, notw thstandi ng
t hat " CONCI ERGES" has becone a recogni zed word in English
as well. As applicant admtted, the termit seeks to
register is the plural of "concierge,” and applicant's own
advertisenents nake it clear that applicant provides
conci erge services, rendered by concierges.

Lastly, applicant argues that the list of third-party
regi strations of marks which contain the word "conci erge"

establishes the registrability of the term "LESCONCI ERGES. "

14
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As the Exam ning Attorney points out, however, applicant's
submi ssion of the list did not make the registrations
referred to in it of record, and noreover, even if that
were the case, such registrations would not have the effect
of binding the Exam ning Attorney or the Board in the case
at hand. W would not have had the records in the
applications which matured into those regi strations, so we
woul d not have had a basis upon which to determ ne why they
were issued. In any event, it is well settled that each
case nust be decided on its own nerits, based on its own
record and facts. The record before us in this appeal

provi des no basis upon which we could conclude that the
term herein sought to be registered serves as an
identification of the source of the services set forth in

t he application.

In sunmary, the record before us in this appea
establishes that the termapplicant seeks to register is so
hi ghly descriptive of the services in connection with which it
is used that it is incapable of identifying the source of
applicant's services and distinguishing themfrom services of
simlar nature rendered by others. Accordingly, the mark is

unregi strabl e under Section 2(e)(1) of the Lanham Act,

15
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and applicant's claimof acquired distinctiveness under

Section 2(f) of the Act nust necessarily be rejected. The

refusal to register is affirned.

R. F. C ssel

T. J. Quinn

C. M Bottorff
Adm ni strative Trademark Judges
Trademark Trial & Appeal Board
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